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I ntroduction

A trade-mark application moves through various esdgefore either being allowed to proceed to
registration or, alternatively, rejected. Providled trade-mark has survived the examiner’s
scrutiny and does not, to his/her satisfactionfremene the provisions drade-marks Act it is
then advertised to the public so that they mayibengan opportunity to oppose the registration
of the trade-mark. If the trade-mark is not opplpsewill proceed to registration by the Trade-
marks Office. However, if a member of the publpposes the mark, what commences is a

proceeding termed an “opposition”, which is thejeabof this overview paper.

|. Stages of the opposition

If a person would like to prevent an applicationtfte registration of a trade-mark one can
initiate an opposition proceeding at the time thpligation is advertised in the Trade-marks
Journal If no opposition is filed within the requiredrté period for doing so the Registrar will
allow the application for registratiohThe various stages in an opposition proceediag ar

discussed below.

1) Statement of Opposition
The statement of opposition can be thought of agtiuivalent of a statement of claim in

general litigation proceedings. It is with thiscdment that the opponent commences opposition

! Trade-marks A¢tR.S.C. 1985, c. T-13, as amend&chfle-marks Adt The regulations promulgated under the
authority of this statute are known as ffrade-marks Regulations (199&0d can be found at SOR/96-195, as
amendedTM Reg$ Because this paper deals exclusively withTrede-marks Acand regulations, references
herein to section numbers can be taken to be toréme-marks Actinless otherwise stated.
2 The Registrar will examine a trade-mark applicaiioorder to determine whether is satisfies tlpirements set
out in theTrade-marks Act If the Registrar is satisfied that the applicatmeets the prescribed requirements the
2pp|ication will be advertised in the Trade-markardal pursuant to section 37(1).

S. 39(1).



proceedings, and the statement itself serves dsuinelation for the opposition process by
containing the grounds (legal and sufficient fathases) upon which the opponent opposes the
grant of the applicant’s trade-mark. Given itscglén opposition proceedings, it should naturally
bear the hallmarks of good pleadings generallyclbar and concise, logically presented, and
should in all events contain every argument uportkwvthe opponent will rely to oppose the

grant of the trade-mark.

a) Who and when may a statement of oppositiondx fi

Once a trade-mark application is advertised infita@le-marks Journal, anyone may oppose the
application by filing a statement of opposition it two months from the date of advertisement.
It is not necessary that the person opposing thistration of the trade-mark show that their

business would be adversely affected by the registr
The statement of opposition must be filed withphescribed fee set out in theade-marks
Regulation€ At present the fee prescribed for filing a staabof opposition is $750. The

statement of opposition is filed in duplicate witie Registrar.

b) If additional time is required to file a statem®f opposition

If more time is required in order to file a staternef opposition, one may request an extension
of time by writing a letter to the Registrar. Tle#er should state that the person wishes to

oppose the application but requires additional tiofle a statement of opposition and should

* This is especially salient given that, as shalibeiled below, amendments to statements of opposire not
granted as of right.

® Parlam Corp. v. Ciba Co. Ltq1961), 36 C.P.R. 78 (Ex. CtQentennial Grocery Brokers Ltd. v. Canada
(Registrar of Trade-markg1972] F.C. 257, 5 C.P.R. (2d) 235 (F.C.T.D.).

® The tariff of fees is set out in a Schedule toTrede-mark Regulations

"TM Regss. 38.



provide an explanation as to why additional timeéeded. In addition, the letter should
specify the date that the trade-mark was advertiséte Trade-marks JournalThe request for
an extension of time must be accompanied by thenpay of the prescribed fee set out in the
Trade-marks RegulationsProvided the explanation is reasonable anddirect fee is enclosed,

a three month extension will be granted to filéadesment of opposition.

An extension of time to file the statement of opppos may also be requested after expiration of
the time limit to file a statement of oppositithHowever, no extension will be provided once
the application has been allowEdexcept for in the exceptional circumstances setrosection
39(3) of theTrade-marks Act® As such, one must make sure to request the éateimsa

timely manner.

c) Need for verification of extension

While requests for initial extensions of time aemgrally granted, one should not assume this
will always be the case. Badhu Singh Hamdard Trust v. Registrar of Tradekg4rthe
opponent wrote to the Registrar (within two monghadvertisement) requesting an extension of
time to file a statement of opposition. The Registeceived the request but did not

acknowledge that the extension had been grantdtenwhe opponent tried to file a statement of

8 Practice NoticeRN] published online dhttp:/cipo.gc.can August 19, 1996 (also published in the Junel 296
issue of the Trade-marks Journal) entitled “Procedefore the Trade-marks Opposition Board” says fdguest
for an extension of time pursuant to s. 47(1) béigranted unless a reason is given to explainagajtional time
is needed.”

° PN August 19, 1996.

19PN August 19, 1996 states that no retroactive extensidzime pursuant to s. 47(2) of teade-marks Acwill
be granted unless facts are provided to justifyctireclusion that the failure to do the act or agptyan extension
within the time limit was not reasonably avoidable.

1'5.39(2).

12,5, 39(3) provides an exception that the Registray withdraw an allowance of an application andedtthe
time to oppose if the application was allowed withoonsidering a previously filed request to extédmtime to
oppose. This exception will not be available deatificate of registration has issued.

¥ Sadhu Singh Hamdard Trust v. Canada (Registrarad@-Marks)2006 FC 171.
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opposition three months later, it was not accepiethe Registrar because the application had
been allowed and the trade-mark registered. Tpermgnt brought an application under s. 56 of
the Trade-marks Acto the Federal Court appealing the decision oRbgistrar to register the
trade-mark. In dismissing the application Justioe Finckenstein found that the Registrar was
under no duty to grant the extension or even ackeuye the request, and that opponent should
have confirmed that the extension had been grartdediurther held the Registrar’s failure to act
on the request for extension of time was not aigles” that can be overturned. This decision
highlights the importance of exercising caution andfirming, either by telephone or in writing,
that the extension was granted prior to the exgimhe two month period to file a statement of

opposition*

d) Requirements for the statement of opposition

Notwithstanding its importance in the oppositiongaess, there are no formal requirements as to
the contents of a statement of opposition excegitithmust:
i) contain the address of the opponent’s princgffate or place of business in Canada
(or address for service in Canada and addressrafijple office or place of business
abroad)*® and
i) set out the grounds of opposition in suffidieletail to allow the applicant to respond

to it.1®

e) Registrar’s initial review of the statement pposition

The Registrar is required to examine the statemmieopposition in order to determine if there is

at least one substantial issue raised. If thedfRegiis of the opinion that the opposition “does

% The decision of Justice von Finckenstein has lggealed to the Federal Court of Appeal (A-93-06).
153, 38(3)(b).
163, 38(3)(a).



not raise a substantial issue for decision”, &dtivolous, the Registrar must reject the
opposition and notify the opponent of its rejecttorlf the Registrar is satisfied that the
opposition raises a substantial issue for decisiomust forward one copy of the statement of
opposition to the applicanf. A substantial issue has been held by the Courtean “an issue to
be tried or, in other words, one where the advpasty might possibly succeed if the allegations
raised were establishedf’. The fact that the Registrar forwards a copy efstatement of
opposition to the applicant is not an endorsemgrhé Trade-marks Opposition Board that all

or any particular ground of opposition is validtieat it is properly pleaded.

f) Amending a statement of opposition

Once a statement of opposition is filed it may beeaded only with leave of the Registfar.

The Trade-marks Opposition Board will only grarae to amend the statement of opposition if
it is satisfied that allowing the amendment isha interest of justice having regard to all of the
surrounding circumstances including the following:

a) the stage of the opposition proceeding;
b) why the amendment was not made eatrlier;
c) the importance of the amendment; and

d) prejudice that will be suffered by the other paftjhe amendment is grantéd.

The request for leave to amend should include armoy letter indicating what amendments are
being sought and a copy of the proposed amendtmrstat of opposition. The other party

should also be served with a copy of the requedipamposed amendments. If the other party

173, 38(4).

183, 38(5).

9 Koffler Stores Ltd. v. Canada (Registrar of Tradarkt) (1976), 28 C.P.R. (2d) 113 (F.C.T.D.) at para. 3.
2PN November 8 2006 entitled “Review of Statement®pposition under Subsections 38(4) and (5) offitaele-
Marks Act.

2LTM Regss. 40

%2 PN August 19, 1996.



does not raise objections the request will genekmlgranted. In general, the granting of leave

to amend a statement of opposition has no effeanyroutstanding deadlin&s.

2) Counter statement

Once the Registrar forwards a copy of the statemmeopposition to the applicant, the applicant
has one month to file a counter statenfénif additional time is required to file a counter
statement the applicant can, within the one mdiiéha request for an extension of time and pay
the prescribed fee. If granted an extension, ppdéiGant will then have an additional three

months to file its counter statemént.

Before filing a counter statement the applicant &lao request an interlocutory ruling striking
out all or any ground of oppositiGh. These interlocutory motions to strike are dealjieater

detail below under the heading “Interlocutory most

The counter statement should respond to the aitegataised in the statement of opposition and
not raise any new matters. The applicant filesapy of the counter statement with the
Registrar and serves one copy on the oppdfielitno counter statement is filed the trade-mark

application will be deemed to have been abandéhed.

% PN August 19, 1996.

243, 38(6) andM Regss. 39. Under proposed amendments toltlaele-marks Regulatiorublished in the
Canada Gazette on December 23, 2006, the timdifar & counter statement would be increased torheoths.
% PN August 19, 1996.

% Novopharm Ltd. v. AstraZeneca AB et(8D02), 21 C.P.R. (4th) 289 (F.C.A.); See @ddNovember 8, 2006.
27’3, 38(6) andM Regss. 39.

83,38(7.2).



Amending a counter statement

Once a counter statement is filed, amendmentsliargea only with leave of the Registrat.
The criteria and procedure for obtaining leavernt@iad a counter statement are identical to that

of obtaining leave to amend a statement of oppwsiti

3) Evidentiary stage
As outlined below, the opponent and the applicambath given an opportunity to file evidence
in support of its position. The rules of evidemd@ch are applicable in the Federal Court are in

general applicable in trade-mark opposition proaegsf®

a) Opponent’s evidence

Upon receiving the applicant’s counter statemeatajpponent has one month to file evidence, in
the form of an affidavit or statutory declaratitimat it will rely on to support its oppositidh.

The evidence filed with the Registrar must alss&eed on the applicartt.

In the event that the opponent requires additibmad, an extension of time may be requested of
the Trade-marks Opposition Board and must be acaaieg by the prescribed fee. If granted,
the opponent will have an additional six monthfileoevidence®® If the opponent does not wish
to file evidence it must file a statement withireamonth stating that it does not wish to submit

evidence, otherwise the opposition will be deemitdrawn*

2 TM Regss. 40.

0PN August 19, 1996.

315, 38(7),TM Regss. 41(1)(a). Under proposed amendments td tade-marks Regulatiorgublished in the
Canada Gazette on December 23, 2006, the timdifay évidence would be increased to four months.
32TM Regss. 41(1)(b).

33 PN August 19, 1996.

33, 38(7.1)TM Regss. 41(2).



If the opponent requests an extension of timelécefvidence, but its request is not granted by the
Registrar, and the opponent has yet to file anglende, then the opponent will be advised that it
has three weeks to file and serve a statemenit tti@és not wish to submit evidené.In the

event that the opponent fails to file and servéhsustatement within the three weeks, the

opposition will deemed to be abandoriéd.

b) Cross-examination on Opponent’s evidence

The applicant may cross-examine the opponent’araff) or declarant(s) before filing its
evidence by requesting the Registrar to order eegasninations’ While not strictly required,

if requesting cross-examinations one should als@afrequest for an extension of time to file
evidence. The Registrar only has jurisdictionrmeo cross-examinations at any time before he
or she issues notice to the parties that they nawfitten arguments® However if the request
for an order seeking cross-examinations is receyeithe Registrar within two months from the
date the applicant received the opponent’s evidegheepractice adopted by the Registrar is to
specify in the order for cross-examinations thatdapplicant will have four months from the

completion of cross-examinations to file its evider?

If the parties cannot agree on a time, date, arepla hold cross-examinations, the Registrar will
designate a time, date or pld@eA transcript of the cross-examination and anyilgihor

documents produced by an undertaking must beiddthe Registrar within the time

% PN August 19, 1996.

% The opponent filing a statement within the threeks that it does not wish to submit evidence ndtl preclude
it from later requesting to file evidence pursuanRule 44(1) of th@rade-marks Regulations

3"TM Regss. 44(2).

% TM Regss. 44(2). Written arguments are discussed in rdetail below, under identical heading.

%9 PN August 19, 1996.

“OTM Regss. 44(3).
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designated by the Registfar.If an affiant fails to attend at cross-examinatibeir affidavit will

not be considered part of the evidence and witidberned to the party who filed“t.

The procedure for determining where cross-exananatare to take place and at whose expense

is set out in detail in a practice notite.

c) Applicant’s evidence

The applicant’s evidence must be served on thermgaand filed with the Registrar within one
month of receiving the opponent’s evidence unlessxdension of time is sought, which will
provide for an additional six montA%. As noted above, in some cases the order foscros
examinations will provide for an additional four ntbs after cross-examinations are complete to
file evidence” If the applicant does not wish to file evidencmiist file a statement to that

effect, otherwise the application will be deemedratoned?®

If the applicant’s request for an extension of tisidenied and the applicant has yet to file any
evidence, the applicant will be advised by the Rtegi that it has three weeks to file and serve a
statement that it does not wish to submit evideHc#.the applicant fails to file and serve such a

statement within three weeks, the application déémed to be abandon&d.

“1TM Regss. 44(4).

*2TM Regss. 44(5).

“3 PN August 19, 1996.

“TM Regss. 42(1),PNAugust 19, 1996. Under proposed amendments t@rémde-marks Regulatiorsublished in
the Canada Gazette on December 23, 2006, the ¢infiifig evidence would be increased to four manth

> That is, where the request for cross-examinatiaedeived by the Registrar within two months fritwe date that
the applicant receives the opponent’s evideRteAugust 19, 1996.

403, 38(7.2)TM Regss. 42(2).

*" PN August 19, 1996.

“8 The applicant filing a statement within the thveseks that it does not wish to submit evidence mall preclude it
from later requesting to file evidence pursuariRtde 44(1) of th&rade-marks Regulations
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d) Cross-examination on Applicant’s evidence

The opponent may cross-examine any affiant or dealaf the applicant by following the same
procedure and timelines as outlined above in thémsedealing with cross-examination of the

opponent’s evidenc¥.

e) Reply evidence

The opponent must serve and file any reply evidevittén one month of receiving the
applicant’s evidence unless an extension of tins®igyht, which will provide for an additional
four months® In some cases the order for cross-examinatidh@applicant’s evidence may

provide for additional time to file reply evidente.

Reply evidence will only be admissible to the extdat it responds to the applicant’s evidence.
An additional affidavit that strengthens the oppaisecase but should have been introduced as
evidence-in-chief is improper reply evidence onlibsis of “splitting one’s case”. If objected to
by the applicant, improper reply evidence will beladed by the Trade-marks Opposition Board

at the time of the hearirg.

f) Filing additional evidence in the opposition peeding

The opponent and the applicant will not be permittefile any further evidence without leave

of the Registrar. The criteria and procedure fitaming leave to file further evidence are

9PN August 19, 1996.

0 TM Regss. 43,PN August 19, 1996.

*1 That is, where the request for cross-examinatiaedeived by the Registrar within two months fritwe date that
the opponent receives the applicant’s evideRdeAugust 19, 1996.

*2 JurakHoldings Ltd. v. Matol Biotech Laboratories L{@006), 50 C.P.R. (4th) 337 (T.M.O.B). Note hogev
that if the Board’s decision allowing or rejectitige opposition is appealed to the Federal Courdegee that was
excluded by the Board as improper reply evidencg fmam the basis of the opponent’s evidence-in-cini¢he
Federal Court. Sadinolta-QMS v. Tsgi2006 FC 1249.
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largely the same as that of obtaining leave to ah@estatement of opposition or counter
statement. Of notable exception is the additioegliirement that if the request for leave to file
additional evidence is sought after the Regissswes its notice requesting written arguments
(see discussion on “Written argument” below), thguest for leave musiclude a statement

that the affiant will be made available for crossmination at the other party’s requést.

4) Written argument

Not less than 14 days after the close of evidelnedriegistrar will issue a notice to the parties
stating that they may file written arguments witbime month after the date of the notitelf
more time is required, an extension of time mayduagiested and if granted will provide for an

additional four months to file written arguments.

No written argument may be filed after the timedoing so expires unless leave of the Registrar
is obtained® If a party decides to file a written argumerghbuld ensure that two copies are
filed with the Registrar. Once both parties halegftheir written arguments, or the time period
for doing so passes, the Registrar will forward ooy on every other party together with a

notice stating that a hearing may be requedted.

5) Hearing
Any party may request an oral hearing by writinghte Registrar within one month after having

received the Registrar’s notice.If more time is required, an extension of timeyrba requested

>3 PN August 19, 1996.
*TM Regss. 46(1).
* PN August 19, 1996.
*TM Regss. 46(2).
>’ TM Regss. 46(3).
*TM Regss. 46(4).
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and if granted will provide for an additional thne@nths to request an oral hearfigAfter
receiving a request for an oral hearing by a painiy,Registrar will send the parties a written

notice setting out the time, date, and locatiothefhearing®

After considering the evidence and representatbnise parties, the Registrar must either reject
the opposition or refuse the application, and mosify the parties of its decision with reasShs.
If the opposition is decided in favour of the apatit, the Registrar will allow the application for

registration®?

6) Appeal of decision

The Registrar’s decision may be appealed to thefaé@ourt within two months of the date on
which the Registrar's decision was released, on stiger time as the court may allG%Any
party wishing to appeal the decision of the Registnay do so by filing a notice of appeal with

the Registrar and the Federal Cdlrt.

The appellant must send a copy of the notice oéalpy registered mail to anyone who was
entitled to notice of the Registrar’'s decision amany owner of a registered trade-mark that was
referred to in the decisidh. The notice of appeal must set out full particsilai the grounds for

relief sought® Any party served with a notice of appeal whoritgto contest the appeal, must

*9 PN August 19, 1996.
0 TM Regss. 46(4).
13, 38(8).

623, 39(1).

833, 56(1).

3. 56(2).

53, 56(3).

5. 59(1).
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serve and file a notice of appearance within teys @dter being served with the notice of

appeal’

On appeal to the Federal Court, further evidencg mesadduced by any party to the apf@al.
Any party may request the Registrar to forwardelkvant documents on file with the Registrar

to the Federal Court and pay the prescribed%ee.

Appeals from decisions of the Trade-marks OppasiBoard are to be heard summarily with
affidavit evidence unless the court orders othemiisAny decision reached in the Federal
Court, Federal Court of Appeal, or Supreme Couanada relating to any trade-mark on the

register must be filed with the Registrar of Tradarks’*

Il. Interlocutory motions

An interlocutory motion may be brought in an oppiosi proceeding to strike all or part of the
statement of opposition or counter statement. eblidg with the issue of the adequacy of a

statement of opposition the Federal Court of Apjpe&lovopharm Ltd. v. Astra A&ated that:

... it must also follow that the applicant or oppoheray make an interlocutory motion to
strike all or any portion of the other party’s pléags. As determined iNovopharmsupra

the appropriate time to challenge pleadings isxdhterlocutory stage before evidence is filed.
If the adequacy of the pleadings is challenged #ifie evidence is filed, then the Registrar
should not consider the pleadings without regarthécevidence. At this stage, the Registrar
should be considering whether the parties knovc#se they have to meet and whether they
can respond to it on the basis of the evidencejetisas the pleadings. 2

" Rule 305 of thé&ederal Court RulesPlease note that section 59(2) stipulates thaparson who intends to
contest the appeal shall file a reply containirsgaement of the full particulars of the groundsadrich the party
intends to rely.

8 3. 56(5).

93, 60(1).

93, 59(3).

s, 61.

"2 Novopharm Ltd. v. Astra AB1 C.P.R. (4th) 289 (F.C.A.), paragraphs 9 and 10
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This position was later adopted by the Trade-m@nposition Board in a practice notice
outlining the procedure to follow for requestingiaterlocutory ruling to strike all or any portion
of the opponent’s statement of oppositidriThe request should be made prior to the applicant
filing and serving its counter statement. The pcamotice also specifically states that once the
opposition proceeding has reached the evidence,shag issues relating to the sufficiency of

the statement of opposition will be dealt withla tecision stage.

In the event that an interlocutory ruling is reqedshe applicant will need to request an
extension of time to file its counter statemenhe Ppractice notice makes clear that a request for

an interlocutory ruling will not affect the deaddifior the applicant to file its counter statement:

A request for an interlocutory ruling has no effentany outstanding deadlines. If required,
the applicant will be granted extensions of timéhoée months to file its counter statement,
upon request and payment of the correspondingufé# the interlocutory ruling has issued.
The consent of the other party will generally netrbquired.

Thus it appears to be the case that the applisarguired to repeatedly request extensions of

time to file its counter statement while it waits & ruling on the interlocutory motion.

In making an interlocutory ruling the Trade-markspOsition Board will only be required under
sections 38(4) and (5) of tAeade-marks Acto determine if the statement of opposition raises

one substantial issue for decisibh Section 38(4) and (5) of tAgade-marks Acstates that:

(4) If the Registrar considers that the oppositioes not raise a substantial issue for decision,
he shall reject it and shall give notice of hisidien to the opponent.

(5) If the Registrar considers that the opposit@ises a substantial issue for decision, he shall
forward a copy of the statement of opposition ®applicant.

PN November 8, 2006.
" PN November 8, 2006.
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The opponent will generally be given an opportutityeply to the objections raised by the
applicant in the interlocutory ruling and/or requilesive to amend the statement of opposition to

respond to the objectiors.

Finally, thoughNovopharm, suprauggests an opponent may bring an interlocutoryamab

strike a counter statement, there are no repoesescwhere this was done.

I11. Grounds of opposition and reevant dates

The grounds of opposition upon which a trade-magiaation may be defeated are laid out in
section 38 of th@rade-marks Acih what appears at first glance to be a comprelienget

summary, list of such grounds:

38(2) A statement of opposition may be based onodutlye following grounds:
(a) that the application does not conform to tlguirements of section 30
(b) that the trade-mark is not registrgble
(c) that the applicant is not the person entittedeqistratiorof the trade-mark; or
(d) that the trade-mark is not distinctive
[emphasis added]

While this section serves as a convenient chetkelidawyers and trade-mark agents who
regularly draft statements of opposition, it datkelto guide those unfamiliar with the
intricacies of thélrade-marks Acin determining where to look for the meaning afleground
of opposition. Just what does “not registrable’ameper 38(2)(b)? What does it mean for a

trade-mark “not [to be] distinctive” per 38(2)(d)?

Only familiarity with theTrade-marks Acsheds light on exactly what substance the groanels

meant to refer to, and which further sections effitade-marks Acwill illuminate the meaning

> PN November 8, 2006.
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behind the bare list of grounds provided. That saach of the grounds, along with the

additional detail fleshing each out, will be deaith in this paper under separate headings.

One last note before moving to a discussion ofjtieeinds themselves: Oppositions have been
made slightly trickier thairade-marks Acsection 38(2) might have them appear because each
ground of opposition is, at law, assessed as dfexreht date. The Trade-marks Opposition
Board/® will make a determination with respect to whetiach ground of opposition is justified
from the perspective of the situation as it exigf@dctically speaking, evidence showing what
existed) on these different dates. Such datesftae termed the “material dates” of the

different grounds of oppaosition.

Further confusing is the fact that theade-marks Actloes not expressly stipulate these material
dates. While judicial interpretation has, in nigvitable way, filled in these gaps, practitioners
must know the relevant case law putting forth therect date from which to assess each ground
of objection. Therefore, a brief discussion of tekevant dates established by the case law is

provided for each ground of opposition.

1) Section 38(2)(a): Non-compliance with requirements of section 30

This first ground of opposition is the only one althihelpfully) contains an explicit reference to
the further section of therade-marks Acto which it is meant to substantively refer. Satt
38(2)(a) refers directly to the application not fmming to sectiorB0 of theTrade-marks Act

which, in turn, lays out certain formalities thatish be met by every trade-mark application.

" The body that makes the ultimate determinatiowtuéther the alleged opposition is true and wilréfere bar a
trade-mark application from proceeding to regigtrat
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Given this explicit reference to section 30 it @giful to lay this latter section out in full hemei

Contents of application
30. An applicant for the registration of a traderknshall file with the Registrar
an application containing

(a) a_statement in ordinary commercial terms ofsihecific wares or servicés
association with which the mark has been or is @sed to be used;

(b) in the case of a trade-mark that has beenins€dnada, the date from
which the applicanor his named predecessors in title, if any, havesed the
trade-markin association with each of the general classeganés or services
described in the application;

(c) in the case of a trade-mark that has not beed in Canada but is made
known in Canada, the name of a country of the Uimamhich it has been used
by the applicant or his named predecessors in ifitay, and the date from and
the manner in which the applicant or named predeessn title have made it
known in Canadi association with each of the general classegoés or
services described in the application;

(d) in the case of a trade-mark that is the suliject for another country of the
Union of a registration or an application for reégtion by the applicant or the
applicant’s named predecessor in title on whichaghyglicant bases the
applicant’s right to registration, particulars bétapplication or registraticamd,

if the trade-mark has neither been used in Canadanade known in Canada,
the name of a country in which the trade-mark heenhised by the applicamt
the applicant’'s named predecessor in title, if ampssociation with each of the
general classes of wares or services describdekiagplication;

(e) in the case of a proposed trade-mark, a statietingt the applicanby itself
or through a licensee, or by itself and througitensee, intends to use the
trade-mark in Canada

(f) in the case of a certification mark, particslaf the defined standatlat the
use of the mark is intended to indicate and a staté that the applicant is not
engaged in the manufacture, sale, leasing or hairvgares or the performance
of servicessuch as those in association with which the éeatibn mark is
used;

(9) the_address of the applicant’s principal offizglace of business in Canada,
if any, and if the applicant has no office or pla¢édusiness in Canada, the
address of his principal office or place of busgnabroad and the name and
address in Canada of a person or firm to whom atigenin respect of the
application or registration may be sent, and onmwiservice of any proceedings
in respect of the application or registration maygiven or served with the same
effect as if they had been given to or served erafbplicant or registrant
himself;

(h) unless the application is for the registratoty of a word or words not
depicted in a special form, a drawing of the tratskand such number of
accurate representations of the trade-mark as mgydscribed; and
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(i) a statement that the applicant is satisfied ligais entitled to use the trade-
mark in Canad#& association with the wares or services desdribehe
application.

[emphasis added]

The failure of a trade-mark application to adhererte or more of the above formalities renders
a trade-mark application invalid, even in the alesenf an opposition to the application. For this
reason, it is logical that section 38 would furtbgpressly provide that an opponent who has
noticed an applicant’s failure to adhere to onenore of the above formalities may oppose the

granting of the trade-mark application on that ®asi

Certain of the section 30 requirements listed apbyeheir nature, are little more than
formalities, procedural in nature, and thereforddas contentious than others. These tend to
appear much less often in opposition proceedinglseagrounds upon which the application is
resisted. For example, it is unusual to find apliaption opposed on the basis of section 30(g)
or (h); these being a failure to have providedapplicant's place of business or a drawing of the
trademark, respectively. It is also uncommon ®ae applicant fail to include in the application

a statement that they intend to use the trade-perkection 30(€Y’

On the other hand, much more common are oppositiorike following section 30 grounds:
i) 30(a): that the applicant has not adequately desdrihe wares or services with which

they plan to use the trade-madfk;

7 Although not unheard of. S@hrysalas Restaurant Enterprises Inc. v. Pappy's@Bats Ltd(1984), 3 C.P.R.
(3d) 562 (T.M.O.B.), in which the application fagistration did not contain a statement that th@iegnt intended
to use the mark.
8 See, for example:

Everything for a Dollar Store (Canada) Inc. v. DallPlus Bargain Centre Ltd1998), 86 C.P.R. (3d) 269
(T.M.O.B.), in which it was argued, per section@0that the services provided in the applicatiopérating
discount sales outlets for merchandise”) were estdbed in ordinary commercial terms. The ses/m®vided
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i) 30(b): that the applicant has not used the mark fitee date he or she stated in the
application. This ground is self-explanatory.

iii) 30(i): note that that substantive opposition basethis subsection doesn’t attempt to
prove the applicant did not include such a staténten focuses rather on the fact that
the statement was not properly made. That is ttteaapplicant could not have been
satisfied that he (or she) was entitled to usdrtme-mark in Canada in association with

the wares or services described in the application.

Relevant Date for Section 38(2)(a) Oppositions

Oppositions on the grounds of section 38(2)(andeis they are oppositions based on section 30
- a section that deals with the formalities requiioé the application itself - have been held to be

properly assessed as of the date of filing of thég-mark applicatiof?

It should be noted in this regard that there aeei§ig restrictions on what aspects of an
application may be amend&l These restrictions are most strict in attemptingrevent an
amendment that would provide the applicant withidewscope of protection than would be
afforded the original application, and in particyt@event changes in dates of first use after
advertisement. For this reason, for example, gosiion on the ground of non-compliance

with 30(b) cannot simply be overcome by amendimgapplication to correct the date of first

were unduly broad and “... failed to limit the mesodise sold through the applicant's discount saldsts to any
extent.”

Proctor & Gamble Inc. v. Morlee Cor§1993), 48 C.P.R. (3d) 377 (T.M.0.B.) in whichrade-mark
application describing the wares and services asK@ging to be used with dental products” was faonke
ambiguous, and therefore successfully opposedebahkis of s. 30(a). It was found that the tradekmapplicant
was not marketing packagipgr se but dental products.

9 John Labatt Ltd. v. Molson Companies L{t990) 30 C.P.R. 293 (F.C.T.D.), discussing thevant date of
opposition within the context of a s. 38(2)(a) &@gb) oppositionVergina Import & Export International. v.
Vergina Foods./Aliments Vergina IN@001), 15 C.P.R. (4th) 559 (T.M.O.BBroctor & Gamble suprg Georgia-
Pacific Corp. v. Scott Paper Lt¢1984), 3 C.P.R. (3d) 469 (T.M.O.B.) at p. 475.

8TM Regsss. 30-33.
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use. If opposed on this basis, and the opposditiond to be correct (that is, the date of first use
was incorrectly stated in the application), thelaant would be required to file a completely

fresh application in order to obtain a registrafionthat trade-marR*

2) Section 38(2)(b): Non-registrability of the trade-mark
The registrability of a trade-mark is governed bgt®ns 12 through 15 of tAgade-marks
Act® Generally speaking, the most common of such pions is section 12, which explicitly

lists the types of trade-marks that are not reajidéy.

12. (1) Subject to section 13, a trade-mark isstegple if it is not
(a) a word that is primarily merely the name or$hename of an
individual who is living or has died within the pesding thirty years;
(b) whether depicted, written or sounded, eitheaxy descriptive or
deceptively misdescriptive in the English or Fretaiguage of the
character or quality of the wares or services goaigtion with which it
is used or proposed to be used or of the conditbies the persons
employed in their production or of their place abm;
(c) the name in any language of any of the wareseniices in
connection with which it is used or proposed taibed,;
(d) confusing with a registered trade-mark;
(e) a mark of which the adoption is prohibited bgtgn 9 or 10;
(f) a denomination the adoption of which is proteliby section 10.1;
(9) in whole or in part a protected geographicdidation, where the
trade-mark is to be registered in association wittine not originating
in a territory indicated by the geographical indiza; and
(h) in whole or in part a protected geographicdidation, where the
trade-mark is to be registered in association @iipirit not originating
in a territory indicated by the geographical indiza.
Idem
(2) A trade-mark that is not registrable by reasbparagraph (1)(a) or (b) is
registrable if it has been so used in Canada bgpipdicant or his predecessor in
title as to have become distinctive at the datillinfy an application for its
registration.

81 Assuming, naturally, the trade-mark was othenaiseeptable and no other grounds of oppositionexisthich
would bar it from registration.

82 Other more specific prohibitions are laid outlie remainder of sections 9 through 15, as well3aar2l 25 (the
latter sections applicable to trade-marks knowfcesification marks”). A detailed analysis ofese prohibitions
is beyond the scope of this introductory article.
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It is worth noting the two exceptions to section 12

i) Section 14 lays out a different test of registifpflor Canadian trade-mark applications
that are based on a foreign registration.

i) Section 15 allows registrations to be granted ficade-mark applications that would
otherwise be rejected for being confusing with anether (per s. 12(1)(d)) provided a

single applicant owns them all.
Finally, section 13 lays out the requirements fdistinguishing guise to be registraBfe.
A detailed analysis of the above grounds is beybedcope of this particular paper, focusing as
it does on oppositions alone. That said, for glatiis worth a reminder that a proper statement

of opposition would be required to not only enuntethe particular subsection of section 12

that is being alleged as being contravened, bufaitteal particulars behind such a claim.

Relevant Date for Section 38(2)(b) Oppositions

Oppositions on the grounds of section 38(2)(b) Haaen held to be properly assessed as of the
date of the Trade-marks Opposition Board's deci&foNote however there is conflicting

jurisprudence on this iss(e.

8 A type of trade-mark that covers shaping of wanetheir containers, or the packaging in which they wrapped.
(s. 2, “distinguishing guise”). Note that this oview paper does not discuss in any detail thipiat type of trade-
mark or differences between their oppositions dede of typical trade-marks.
8 canadian Council of Professional Engineers v. Laation Engineers Inq1992), 41 C.P.R. (3d) 243 (F.C.A))
[Lubrication Engineers(generally, although particularly discussing38(2)(b) and 12(1)(b) Park Avenue
Furniture Corp. Wickes/Simmons Bedding (&£91), 37 C.P.R. (3d) 413 (F.C.A.) (generallhalgh particularly
discussing ss. 38(2)(b) and 12(1)(dshadex Textile Manufacturing Ltd. v. MY&900), 2 C.P.R. (4th) 111 at 114
(T.M.0.B.).

Note that registrations based on s. 12(2), beocaludeir express statutory requirement to showiaed
distinctiveness as of the filing date of the apiion, have a material date that is the filing dated not the hearing



23

3) Section 38(2)(c): The applicant isnot the person entitled to registration of thetrade-

mark

The term “person entitled to registration of threed-mark” is a confusing reference to section 16
of the Trade-marks Ac¢t® which section delineates the pre-conditions ariegpt must meet
before they can be granted the status of “persttiesti (as it is often abbreviated). The section
is somewhat confusing - mostly because the draftamgains lengthy run-on sentences with
multiple aspects, but also because each of the thist subsections deals with a different
category of mark:

i) section 16(1) deals with an application for thestgtion of a mark useor made known

in Canada

i) section 16(2) deals with application for registvatof a_ mark that was registered abroad

iii) section 16(3) deals with application for registvatof a mark not yet uségroposed

trade-mark).

Because the preconditions stipulated in these gubsections are similar, it is sufficient for our
purposes (being a discussion of grounds of oppogito examine only s. 16(1) in more detail.
A similar analysis, with only minor modification,ould suffice for situations invoking ss. 16(2)

and (3).

date as do trade-marks generally when opposedeos: tt2(1) grounds). S&#olson Breweries v. John Labatt L td
[2000] F.C.J. No. 159 (F.C.A.), which discusse®pposition on the grounds of non-registrability does. 12(1)(b)
descriptiveness and the consequent effects ohgiapon s. 12(2) to circumvent the former section.

8 General Housewares Corp. v. Fiesta Barbeques P@D3 FC 1021, 239 F.T.R. 99, 28 C.P.R. (4th)/6C(T.D.)
found the material date for opposition based drR€1)(b) descriptiveness to be the date of fibighe application,
contrary toLubrication Engineerssupra General Housewarewas followed inA. Lassonde Inc. v. Citrus World,
Inc. (2004), 42 C.P.R. (4th) 348 (T.M.0O.BA.[Lassonde Discussing section 14. Lassondelso citesZorti
Investments Inc. v. Party City Cor2004 CarswellNat 270 (T.M.O.B.) which, becaukthe similarities between s.
12(2) and section 14, found that the material flateegistrations based on the latter should mitinerformer and
therefore similarly be the date of filing of thepdipation.

% The term may also be interpreted as referring i8<for distinguishing guises) and ss. 23 andf@#
certification marks). Further discussion of thesgcs is again beyond the scope of this introdycpaper.
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In full, this section reads:

Registration of marks used or made known in Canada
16. (1) Any applicant who has filed an applicatinraccordance with section 30
for registration of a trade-mark that is registeabhd that he or his predecessor
in title has used in Canada or made known in Caimadasociation with wares
or services is entitled, subject to section 3&ecure its registration in respect
of those wares or services, unless at the datehachwe or his predecessor in
title first so used it or made it known it was casihg with
(a) a trade-mark that had been previously usedcaima@a or made
known in Canada by any other person;
(b) a trade-mark in respect of which an applicafanregistration had
been previously filed in Canada by any other person
(c) a trade-name that had been previously use@ira@a by any other
person.

Broken down, section 16(1) requires that the “persatitied” has filed an application:
i) in accordance with section 30;
i) for a trade-mark that is registrable;
iii) for a trade-mark he or she has used or made knoWamnada;

iv) for a trade-mark that, upon this date of first wgas not confusing with:
(a) another trade-mark previously used in Canada,;
(b) another trade-mark for which an applicationrigistration has previously been
filed in Canada; or

(c) atrade-name already in use in Canada.

Oppositions based on the above ground (ss. 38@)et)L6(1)) revolve around the last criteria
listed above: at the date of first use, was theetn@ark applied for confusing with another trade-

mark previously used or applied for, or a previgusied trade-nanf€.

87 Note the following:
i) the section 30 requirements referred-to above lazady explicitly made a ground of opposition under
38(2)(a).
i) the “registrable” mark requirement is already esiflif a ground of opposition under s. 38(2)(b).
iii) whether or not the trade-mark has actually beed irs€anada could, according to the wording ofisect
16(1), be made an opposition based on this pravisidowever this objection typically appears desedi
as one pursuant to ss. 38(2)(a) and section 36@pasition against the cited date of first use).
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Note that this differs from the ground of ss. 382xnd 12(1)(d) (confusion with a registered
trade-mark) in that section 16(1) does not reqgthiat the opponent show confusion with a
registered mark - in fact, section 16(1) explicaljows for confusion with unregistered trade-

marks (whether they are the subject of an apptindbr registration or not).

The “confusion” referred to in section 16(1), sianito s. 12(1)(d) above, refers to the factors in

section 6. A discussion of section 6 is again belyihe scope of this introductory paper.

Relevant Date for Section 38(2)(c) Oppositions

Oppositions on the grounds of section 38(2)(c) Haeen held to be properly assessed as of the
following dates:
i) the date the mark was first used or made knowtheiimark was used in Canada,;
i) as of the date of filing of the Canadian applicatiaf the mark was registered and used
abroad;
iii) as of the date of filing of the Canadian applicatiaf the mark which is the subject of

the application is a proposed use nrk.

4) Section 38(2)(d): Thetrade-mark isnot distinctive
The term “distinctive” referred to in subparagrdphis defined in section 2 of tAgade-marks

Act

"distinctive", in relation to a trade-mark, meansae-mark that actually
distinguishes the wares or services in associatidtnwhich it is used by its
owner from the wares or services of others or a&péetl so to distinguish them;

8 \/ergina Import & Export International. v. Verginabds./Aliments Vergina In¢2001), 15 C.P.R. (4th) 559
(T.M.O.B.).



26

Although this definition is broad, and can ovengith other objections we have discussed, the
usual substantive allegation being made pursuathiggrovision is that the trade-mark is
incapable of functioning as to distinguish the vgaaiad services of the applicant from other
traders. This arises most often because the treadk-applied for is clearly descriptive of the
wares or services with which it will be used (pet2(1)(b)), or confusing with registered (s.

12(1)(d), or unregistered (s. 16) trade-marks béptraders, as discussed above.

Relevant Date for Section 38(2)(d) Oppositions

Oppositions on the grounds of section 38(2)(d) Hzeen held to be properly assessed as of the

date of filing the statement of oppositioh.

Similar to s. 12(1)(b), there are two exceptioegjistrations based on s. 12(2) and s. 14. The

relevant date for such applications is the dafiin§ of the applicatiort?

A Final Note about Relevant Dates

Notwithstanding that the grounds of oppositiontarbe assessed by the Trade-marks
Opposition Board on the evidence as existing oin thaterial dates, it should be noted that
evidence arising after the material dates is kefyito be rejected as inadmissible if it provides
the Trade-marks Opposition Board with some inforamaas to the situation on the material

date.

8 American Assn. of Retired Persons v. Canadian AddRetired Persons/Assoc. Canadienne des Individus
Retraites(1998), 84 C.P.R. (3d) 198 at 207 (F.C.T.[Park Avenue Furniture Corp. v. Wickes/Simmons Beddi
Ltd. (1991), 37 C.P.R. (3d) 413 (F.C.AAndres Wines Ltd. v. E. & J. Gallo Wind975), 25 C.P.R. (2d) 126
(F.C.A).

% See above under the discussion re: s. 38(2)(b).
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Of course, much of the above information may vee}l depend on drawing inferences from the
otherwise inadmissible evidence, and, naturally weight of such evidence can only be

determined by the trier of fact in the particulacemstances as they present themselves.

V. Adviceregarding payment of fees

As illustrated in this paper, certain steps in ppasition proceeding, including requests for
extensions of time, require a payment of a fe&¢olirade-marks Office. When a party to an
opposition submits a fee payment it is advisabli@d¢tude in the cover letter to the Trade-marks
Office a general authorization statement to chargedeficiency in fee payment to a specified

deposit account or credit card.

Pursuant to a practice notice published July 1R62@lating to payment of fees, if the fee
payment submitted is deficient and the payer halsided a general authorized statement to
charge a deposit account or credit card for aniciéeicy, the Trade-marks Office will charge
the deposit account or credit card the appropfeé" In this regard the Trade-mark Office

recommends the use of a general authorizatiomségitiesuch as:

Should the fees submitted with this letter be figeant to cover all of the fees for which
payment is requested by this letter, the Offi@uthorized to charge the amount of the
insufficiency to [deposit account No...] or [indicdtBrm] [indicated credit card type]
account already on file.

It is important that the cover letter be clear witlgard to which service the payment is being
submitted. If it is not clear which fee paymerg tfeneral authorized statement relates, the
Trade-marks Office has indicated in the above nptadtice notice that it will not speculate as

to which service the fee payment was intended tagpdied to. In addition, the payer should

L PNJuly 12, 2006 “Payment of fees: general authonzath charge deficiencies to deposit accounts aguitc
cards.”
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ensure that sufficient funds are available in fhecgied deposit account or credit card to cover

all fee payments.

V. Unique aspects of opposition proceedings as opposed to court proceedings

There are several unique aspects of trade-marksitppoproceedings in comparison to court

proceedings. Some of the more fundamental diftmemre discussed below:

1) No costs awardsin trade-mark opposition proceeding
Unlike court proceedings, there is no authoritywdych the Trade-marks Opposition Board can

order costs in opposition proceedings to comperikatether party?

2) No statutory authority to hold uncooper ative witnesses in contempt
Unlike proceedings in federal and provincial couttte® Registrar does not have any statutory
authority to hold uncooperative witnesses in coruteior:

i) refusal to answer proper questions on Cross-exainima

i) failing to fulfill undertakings; or

iii) not attending a cross-examination that was schddweéahe Trade-marks Opposition

Board.

In opposition proceedings the failure to answepprajuestions on cross-examination or to

fulfill undertakings may result in a negative irdace being drawn or in the affidavit or statutory

92| ancome Parfums & Beaute Cie v. House of Devongh@®81), 38 C.P.R. (3d) 432 (T.M.0O.B.).
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declaration being ignored by the Trade-marks OpiposBoard at the decision stafe.
Moreover, in the event that the affiant or declafails to attend at a scheduled cross-
examination by the Trade-marks Opposition BJ4tthe affidavit or declaration may be deemed

not to be part of the evidence.

3) Leaveisrequired to conduct cross-examination

Unlike in the federal and Ontario courts where ¢hsran automatic right to cross-examine on
affidavits*° in trade-mark opposition proceedings a party rapsly to the Registrar for an order
granting it the right to conduct cross-examinatioRslle 44(2) of th@rade-mark Regulations

provides that:

... Registrar may, on the application of any partgt an such terms as the Registrar may
direct, order the cross-examination under oatmgfadfiant or declarant on an affidavit
or declaration that has been filed with the Registind is being relied on as evidence in
the opposition.

4) On appeal the appellant can file new evidence

Unlike traditional court proceedings where, gergrsheaking, one may not file new evidence
on appeal, th&rade-marks Acspecifically provides that on appeal to the Feldéoaurt from
any decision of the Registrar the parties maydditional evidence that was not before the

Registrar’’

% PN August 19, 1996.

* The parties should first try to reach an agreeraeming themselves as to scheduling of cross-exiomisa

However, if the parties cannot mutually agree gbheduling of cross-examinations, the Trade-r@gmposition

Board will upon request set up the schedule fossxaminationPN August 19, 1996.

% TM Regss. 44(5) an®®N August 19, 1996.

z‘; See for example Rule 83 of thederal Court Rulesnd Rule 39.02 of the OntarfRules of Civil Procedure
S. 56(5).



