Can Pranksters nab company Names off theinternet?
IP column published ifthe Lawyers Weekly December 16, 1994

Edward Hore
Hazzard & Hore
141 Adelaide Street West, Suite 1002
Toronto, ON M5H 3L5
(416) 868-1340
edhore@ hazzardandhore.com

What happens if | register the name of some laogparation as my personal computer
name on the Internet? Could I register, say, nmdsmm, bluejays.com, thebay.com, or
chretien.gov as my computer “domain name.” andigbtquick by selling the name one
day?

To put it another way, can my large, well-knowrenti ACME Inc. successfully sue some
prankster who registered acme.com as a computez bafore ACME did?

| have been pondering this question since readiragytécle called “Billions Registered”
by Josh Quittner in the October, 1994 issue of Wiragazine, which described what
Quittner called a “gold rush” to register domaimes. Quittner boasted in the highly
entertaining article that he is now the proud owofehe domain name
“mcdonalds.com”. Other net gurus say the wholeghsé a non-issue. | asked Matt
Harrop at Canadian provider Interlog about thecktiand he dismissed it as “all hype.”

Let’s step back, and explain what this is all abdLite Internet, defined in the November
26 issue of The Economist as “the totality of cobepgiand computer networks able to
talk to one another via telecommunications linkegigommon data protocols”, is now
used by around 30 million people around the waldumber which even the sober
Economist says is growing by 10% a month. No gavemnt regulates it, and no one
controls it.

Here | turn to my Internet Companion, which tells that computers on the net are
identified by names that are like names, addremsédelephone numbers rolled into one.
You type in the computer name to communicate vigt tomputer on the net.

Something called the Domain Name System (DNS) gmvtite the pattern of these
names. The abbreviation at the end of the nanafigsewhat type of body the domain is
(com stands for commercial, org for non-profit argation, gov for government, and so
on). Before that comes the domain name, whichaiae ore than eight letters,
supposed to be a recognizable version of the azgaon’s real-life name. Before that
comes the subdomain name for departments or indivigddresses within the domain.



So Bob’s computer at the Yoyo Company might haeentime bob@yoyo.com,
pronounced “bob at yoyo dot com”. Bob’s computédl aso have a number “address”,
but people will generally use the computer name&ond form to send E-mail to Bob
because it's easier to remember. Anyone on tleerat through a commercial on-line
service like America Online has the service asibimain name, but large organizations
are likely to want to be directly connected soamdater, that is,. to be a domain in their
own right.

To get his computer name Bob must register it withinterNIC (pronounced internick)
or Internet Information Center, based in Herndoingivfia, which costs him nothing.
Internic has minimal staff and does not concerelfitsith trade mark problems. It
assigns names for the net, that is, for the whalddy National boundaries have no
meaning on the net. Bob can register anythingag &s it is not already taken. A search
called a whois search can be done to see whadtaa,tand by whom.

According to Quittner’s article, as of October oalyout a third of the Fortune 500
companies had registered an obvious version af tia@nes. In the case of 14% of those
companies, versions of their names had been takdoraain names by someone else.
Thus, nbc.com and pepsi.com are registered byatigep you'd expect, but coke.com
was registered by one Rajeev Arora of Campbellif@ala. Since mcdonalds.com was
not taken, Quittner gleefully snapped it up, arkkdseaders to send in suggestions as to
what he should do with it.

In a number of instances, company A has registii@domain name of company B, its
competitor. The Princeton Review, a company thepg@res students to write
standardized tests such as the SAT, registereaitime of its principal competitor,
kaplan.com as the name for a computer (or “site”)he net “that explains the difference
between Princeton Review and Kaplan”. This resuhditigation in the US but the
article is silent as to the result. An employe® &l registered mtv.com, but then left
the company and took the domain name with himpgleg it was his.

My first thought was that all this is much ado atyeothing. Anyone can register almost
any available corporate name or trading style uttte©Ontario Business Names Act, for
example, but this does not cause any serious probleecall representing a well known
US company with no presence in Canada. Boguslasigompany names and trading
styles were registered when it looked likely thanpany would start operating in
Canada. The company simply ignored them; haviogrporate name registration does
not bestow any rights to the name the registrantidvoot otherwise have, and none of
the upstarts were actually using the name, whichladvbave been unacceptable.

True, there could be slight inconvenience if thenpany one day wanted to register the
same corporate name in that province, but thisccbaldealt with by choosing a very

slightly different name. If worst came to worstetclient could apply for an order that a
bogus corporate name be changed by the relevamgtngion the grounds it was likely to



confuse the public. Section 12 of the Ontario Bess Corporations Act, for example,
requires the ministry to change confusing corponat@es. InterNIC has no equivalent of
this because no one regulates it.

But can Coke ignore Rajeev Arora, owner of coke.¢assuming Coke’s lawyers have
not already squashed him into the ground)? Prgbaiil He’s got something that they
may one day want: a domain name that easily andarabty designates their company
for the convenience of anyone communicating withdbmpany over the Internet, a
method of communication soon to be as common ksigabn the phone. In other
words, what Rajeev has is better than a mere catgoame registration, because it is
useful in itself.

This brings us to the big question. Is it an imjement of any rights in Canada for an
unrelated person to register the short name of dmgheompany as a domain name?
Others might disagree, but it seems to me the ansyaybe not, if the registrant just
sits on the registration without actually usingpisell anything. Under section 20 of the
Trade Marks Act, a mark is infringed if someonethwut the consent of the owner,
“sells, distributes or advertises wares or servigessociation with a confusing trade
mark”. So if the rogue is not selling, distribugior advertising anything, he may be in
the clear. It might be argued there was commorplassing off, but, again, this seems
doubtful if no wares or services are being peddlédhight also be argued there was
copyright infringement, but this is doubtful tobgtdomain name of eight letters or less
would have to be a “literary work”, and the bogegistration an unauthorized
reproduction - a difficult stretch for a court t@ke.

If wares or services were sold using the bogus domame, this clearly would be trade
mark infringement and passing off. There have luaases in Canada, for example, where
pizza vendors have prevented competing pizza verfdmam using similar phone

numbers (see, for example, “Phone number closedbsis trade mark infringement:
justice” Lawyers Weekly, p. 24, September 11, 1992)

But since bogus registrants like Rajeev Arora, wieoée is, are probably not planning to
sell competing widgets, it is possible that compamnay find it difficult to get “their”
domain names back in the courts. Desirable domexime registrations might therefore
have to be bought back from hackers who registirea first.

So, big name companies, better get cracking angteeghose domain names! Pranksters
- this may be your big chance!



