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Chocolate Bar Brawl

Toblerone, as all chocolate addicts know, is ayfdmand of chocolate bar. The company
that makes Toblerone recently went to court to stopal chocolate bar-maker from
marketing a bar with a somewhat similar shaldeaft Jacob Suchard et. al. v.

Hagemeyer Canada)

Reading the case can give you a bad case of thelmasn The court discusses the
similarities and differences between the two chatsobars. They both sound tasty.

The issue before the court: what's the test, wregarchining if consumers would be
“confused”? Is it enough that consumers thinktihe products, although recognizably
different, might come from the same source? Yaisl, the Ontario court. There's a
likelihood of confusion if consumers might thinkatithe new bar was a product put out
by the company that made Toblerone.

The Hagemeyer bar was called “Alpenhorn”. It cama triangular package, like
Toblerone. It also had those bite-sized sectiaushyeak off, which it turns out are
called “peaks” or “treads”. Both bars were bothdeaf the same ingredients. Their
shapes were similar but not identical; Alpenhofpsaks” had a more rounded
appearance. The lettering on the package wasafeewhat similar, although the
overall package was a different colour.

The two parties had been dealing with each otheydars before the dispute started.
Hagemeyer had been the Canadian distributor of therone bar. In January of 1997,
the agreement terminated. Hagemeyer’'s Alpenharajy@eared on the market eight or
nine months later.



When it found out Hagemeyer was planning to matiteenhorn, Kraft sent a cease and
desist letter. Hagemeyer went ahead and starli@thsés bar anyway. Evidently,
Hagemeyer’s thinking was that, since there wereuarother somewhat similar bars on
the market, the Alpenhorn bar was not infringindglBoone’s rights.

Kraft brought an action in the Ontario Court oftites and sought summary judgment.
Hagemeyer brought a cross-motion to dismiss the. cesa decision released in early
February, 1998, Mr. Justice William Festeryga fotthét the packaging and the product
shape are very similar in appearance,” and grgotigiment to Kraft.

There was a lot of debate in court about whatesedhould be. Hagemeyer argued the
public is “confused” only if they perceive the pumtls to be the same. In its expert
survey, the Hagemeyer’s survey question was, “Logkit these (pointing at the
Alpenhorn display) do you think the Alpenhorn b&an actual Toblerone bar, or do you
have no opinion?”

Kraft, on the other hand, argued that the tesbisniether people think the products are
actually the same thing, but whether they thinkghadlucts might come from the same
source. In Kraft's expert survey, which the cqueferred over Hagemeyer’s, the
guestion was “Which company do you believe putstioeitorand of chocolate product
you just saw?” Based on the survey, the court emtexd “a significant percentage of the
public” thought “the two products were made by shene company.”

Justice Festeryga ordered a permanent injunctiamsigsale of the Alpenhorn bar, and
delivery up of all infringing material.

Deborah Glendinning of Toronto’s Osler, Hoskin &rkfaurt, who appeared for
Hagemeyer says she was surprised by the decifiduch of the expert evidence filed by
the defendant was not even considered. On that alase, | believe the Court of Appeal
would have taken a serious look at this case.”r@ @s an appeal, but the case was then
settled. Art Renault who together with Tim LownafrSim, Hughes appeared for Kraft,
commented: [he’s going to give me comment — haetalient to approve it.]

The terms of the settlement are confidential, sonag never know what happened to all
those Alpenhorn bars. But there’s a rumour the &a/pn the case all put on ten pounds.
The Domain Name Game

Most people are by now familiar with the broad mets of the internet domain name
problem.

In brief, domain names are like telephone numbarsdmputers on the internet. A
company called InterNIC, also known as Network 8ohs Inc. or NSI gives out the
most sought after ones (those endingam, .net or .org) on a first-come, first-served



basis. InterNIC does not checking who wants thealno name, or whether that person
has any right to it under trade-mark law.

This is a legacy of the days when only computedsieised the internet. Since the nerds
were decent (although they had difficulty gettireges), the system worked well enough.

Before long, however, less scrupulous hackers beggrab well-known corporate
names such aoke.com andronald@mcdonalds.com. Some hackers tried to “sell”
domain names back to the supposedly rightful owihaerNIC developed a dispute
policy designed mainly to protect InterNIC itseibrin getting sued. But the disputes
went on, and InterNIC was sued repeatedly anyway.

Problems have popped up all over the place. Fameie, what if two companies have
similar names? If there’s Acme Flying Saucer Léghd Acme Chinese Food Inc., which
should get the domain naraeme.com?

Things are even more confused if one party comiggcthings by being located outside
the United States. If one party is in some obscatmtry like say, Outer Mongolia or
Canada, and the other is in the US or elsewherehidw of which country applies, and
what court has jurisdiction? There is no cleamaars

Another hotly debated issue has been the exclusleeof NSl itself, a private company
located in the US, which some claim is a monopolé§I (a publicly listed company)
seems to have done very well out of charging feegiting out domain names.

The US wipes out WIPO over domain names

Efforts are being made to sort this mess out. & eenedies are being discussed: more
gTLDs (generic top level domains), more registrarg] an international dispute process.

The gTLD is the little tag at the end of the domaame, such asom,
The thinking is that creating more of these wiluee the number of domain name
disputes.

It is not clear when this will happen. Not onlganany details in dispute, but a turf war
has now broken out between the US government an@/brld Intellectual Property
Organization (WIPO), based in Geneva. WIPO haschakeexpert committee, called the
Policy Oversight Committee (POC — everything hasemnym in this area) to come up
with a plan. But the US doesn’t agree with the P&tz wants more control.

The US government points out the internet was ag@esl and is still largely run on US
government money. In return, POC accuses the W8rgment of power grabbing, and
ignoring the fact the internet is now international



WIPO decided about two years ago that, as the Vgariternational intellectual property
body, that it should try to sort out the domain eamess. An internationat hoc
committee (IAHC) of internet experts was createkliclv made recommendations to
WIPO. These recommendations resulted in a Memaramaf Understanding (MOU),
released by WIPO in 1997, which purported to laywidevhat was going to be done. The
POC evolved from the earlier internatiomdlhoc committee of experts. Its job is to
supervise the implementation of the new plan.

In a nutshell, the plan was there would be many demain name registrars appointed
(about 90 to begin with, and maybe more later)tletall over the world, to address the
monopoly point. Any of those registrars would gorg domain names in any gTLD (a
central database would still exist, to avoid dugdimn.)

There would also be seven new global top-level domames (gTLDs): .arts, .firm,
Info, .nom, .rec, and .web, and .shop. And tkerald be an international domain name
dispute mechanism, under the auspices of WIPO.

Meanwhile, the US government was working on its @han. Bill Clinton appointed the
US Department of Commerce to look into what shdnddlone. The result was a “Green
Paper”, written mainly by Ira Magaziner, the presitls technology adviser, released in
late January, 1998.

The Green Paper differed from WIPQO'’s plan. It ghiere should be only five, not seven,
new gTLDs. Instead of having dozens of new regjistrthere would be only a few more.
One registrar would handle each gTLD. If you wdrdelomain name ending shop,

for example, no matter where in the world you liyeu would have to get it from the

one registrar that gives out tisaop names. The Green Paper also called for a nort-prof
corporation, based in the US, to administer therit, structured to represent the range
of interests of the internet community. NSI woatthtinue as registrar for the most
popular gTLDs,com, .net and org.

In late March, 1998, just at the time of writingtbfs article, David Maher, head of the
WIPO committee, blasted the US plan. In a documaetised March 23, 1998, he
strongly criticized the Green Paper for its “faduo recognize the international character
of the internet”. Many of the Green Paper’s cosas, he charged, were “arbitrary and
unwarranted”, and based on concepts which wererieous”.

“It is not sound policy to give NSI most of the ecmic benefits of its existing monopoly
for the foreseeable future,” argued Maher.

It is unclear at time of writing what will happefi.think that in the end there will be
more domain names, and fewer trade-mark probleocastiments Elliott Simcoe of Smart
& Biggar. “The problems we have now arise becahbsee are only a few top level
domains, likecom, that are really universal in nature, so theyreémand. If you want
to contact IBM, it's pretty likely itsbom.com. But as time goes on, that won’t be as clear



anymore. The usual test for trade-mark confusidingevern, if a dispute arises. So
people may be getting hot under the collar abouoitetbing that will sort itself out in
time,”

No one knows whether increasing the number of@gplldomain names will lessen the
number of disputes. Acme Flying Saucers Ltd., hgavegisteredcme.com, may also
think itself entitled taacme.firm andacme.shop. Other Acme companies may still
disagree. The dispute will continue to be espeacleadrd to resolve if the two companies
are in different countries. In the end, the conyhiat grabs a desirable domain name
first will generally be better off.

Bill Gates commented in a recent newspaper coliran“Keep in mind that there are
often dozens of websites that potentially workdqgrarticular website, a reality that limits
the value of any specific website.” Gates notes someone has registetat gates.com
and is offering it for sale for $1 million, but Bays he doesn't care, and doesn’t plan to
buy it.

Canada’s own domain name

Canada has its own top level domaga . (I've always thought it should beh, as in
“Nice earmuffs, .eh?”)

But .ca is about to change.

The system for giving out .ca domain names is gtarlgosen up, according to John
Demco, registrar of the .ca domain. “The prop@sé#hat the restrictions be liberalized,”
comments Demco, a UBC computer professor, who’'a ke volunteer registrar since
1987. Right now, to get a .ca domain, you needodiieree things: a federal
incorporation under that name, or a provincial ipooation under the name plus
evidence that you do business in more than ondrgreyor a trade-mark registration.
This has been criticized as too restrictive, and iwaontrast to the fast-and-loose system
for giving out .com domain names.

The .ca domain now plans to dump these restrictimmd move to a first-come, first
served system. Under the old system, many Canadsaite builders did not bother
with the .ca top level domain, and went insteadHtereasier-to-get, non-regional, top-
level domains such as .com.

An expert committee recently recommended libenadjzhe rules. Its recommendations
were posted on the web for comments in the sprird®98. “We’re now sifting our way
through all the comments,” says Demco.

It's likely that soon anyone will be able to regisany domain name ending in .ca they
want, provided it's not already taken.



That seems to mean there may be a land rushpgtanti a certain day, when anyone can
grab anything as soon as the starting gun goesmbdbly, we'll just have to announce
that the system is changing on a particular dag,@articular time, and then see what
happens,” comments Demco. But it hasn’t been éecy@t what the rules would be, or
when this will happen.

ITV case

Speaking of the Great White North, there have laeeamber of court cases already
about domain names in Canada, but most of themdettled or are still on-going. One
on-going case is the ITV case, where the Federatt@oanted an interim injunction
preventing the use of an allegedly confusing domame (although the injunction was
dissolved shortly afterwards).

The jurisdiction question did not arise, becaugé lparties were in Canada. Mr. Justice
MacKay, who heard the interim injunction applicatitreated the domain name as a
trade-mark use, and applied normal trade-mark pies.

WIC is a broadcaster with TV stations across Candidaad trade-mark registrations for
ITV, which it had been using for television programg for many years. It also used the
domain namewwv.itv.ca. In BC, a network provider called ITV Technolegjistarted
using ITV in various ways, primarily through a webswww.itv.net.

WIC sought an interlocutory injunction against Bfe company at a hearing in
Edmonton in November, 1997. The BC company didapgiear (it asked for an
adjournment by letter). MacKay J. was satisfieat there was evidence of irreparable
harm, and granted an interim injunction prevensia af the trade-mark, including the
website, pending the hearing of the interlocutajynction, which he set down for a
hearing two or three weeks later.

Both parties showed up at the second hearing ieiber. Mr. Justice Pinard dissolved
the injunction. He applied the various well-knoeases where the courts have said that
evidence of irreparable harm must be clear angpetulative. “...[A]lthough the alleged
offending representation to the public has beghemmarketplace for some two years,
there is no evidence of established harm ... lgatdinthe conclusion that WIC’s harm is
merely speculative,” wrote Justice Pinard in hasons.

WIC is pushing forward. “We’ve got discoveries daqup in late April, and we're

going to push it on to trial as quick as we caajtlsVIC’s counsel, Graham McLennan
of Ross, McLennan of Edmonton.

Trade-marks database goes on line



In January of 1998, without much fanfare, the tradeks branch of the Canadian
Intellectual Property Office (CIPO) put the tradesiaregister on-line. It's a useful tool.

It has registrations, applications, and some btialhiderminated registrations
(registrations that have been expunged for one@neasother). Design registrations,
including the design itself, are on the databddeere’s a search engine too.

For applications, the database sets out informatimi as when office actions went out,
why, and when a response is due.

According to John Rombouts, special advisor todinector of the trade-marks branch,
the database is up-to-date to a point about twdksvearlier. “There will still be a role

for the private search houses, because they'rangd@ilue. Our database is just the
straight information,” says Rombouts. Access ®dhtabase is free, and there is no plan
to charge for it.

Cynthia Rowden, a trade-mark specialist with BeregkParr, finds the database useful,
but notes that it is not a substitute for a pragg@arch. “There’s the question of how up to
date it is, and also they don’t seem to have ekiergton there. Some test searches | did
on the database didn’t seem to turn up things Wkwere there.” But she does regard it
as a useful way of making a preliminary search.

So far, says Rombouts, the comments that CIPOdea$ved have been good, and usage
has been growing. For example, CIPO is tryingdegktrack of how many hits there are,
and has discovered that usage has been growirdjy;agé you might expect. “In the
month up to March 22, the database was visitedteh000 times and there were about
18,000 searches, or an average of 9 searchessgerMie number of searches was about
double the month before.”

You can find the databaseldtp://strategis.ic.gc.ca.

Electronic filing

While we’re on the topic of on-line life, we shonltforget on-line filing of trade-mark
applications, which is right around the corner.

This is not yet a reality, but it will be very sadRegulations to permit on-line filing of
trade-mark applications will likely be pre-publishie the Canada Gazette in the near
future, and have already been circulated for contmEar now, only applications will be
included, and not other routine filings such asgmesents, renewals, declarations of use,
and so on.



Initially, only five firms that have agreed to garnpate in a pilot project will use the on-
line filing. “The problem is security concerns absending money over the net,” says
Rombouts. “The five firms in the pilot project akve deposit accounts with CIPO, so
they can send their application on-line, and giv@athorization that the fee be taken out
of their pre-existing account.”

At some point “over the next year or so”, assunthrgpilot project goes smoothly,
anyone will be able to send in an application dkiernet by providing a credit card
number.

The system will also be expanded to include rouilimgs such as responses to office
actions, renewals, declarations of use, and sd~omally, “as the last step”, on-line filing
may be expanded to opposition proceedings.

“The idea is to make the trade-marks office astaie and accessible as possible. It's
accessible now, if you're in Hull, but that's notah help if you're in Vancouver,”
commented Rambouts.

Opposition Procedure

Trade-mark oppositions routinely take years totget hearing. For about the last two
years, CIPO has been trying to develop new regulatio remedy this. There have been
some delays in deciding on a cure, however, daffioulties in identifying the disease.

An earlier draft of the revised Regulations, reéehm early 1997, drew fire because it
introduced radical changes, such as greatly résgithe scope of cross-examination, and
imposing strict time deadlines.

Many members of trade-mark profession objectedyBla&l that the slowness of the
process was caused not by foot-dragging on theopéne profession, but rather by
backlogs at the Opposition Board. Therefore impgsirict deadlines on the profession
was not going to solve the problem, if there was.on

The latest draft of Regulations appeared on th€®Giebsite in November, 1997, with a
request for comments. The object of the exers&gs Alan Troicuk, an Industry Canada
lawyer, is to improve and streamline the opposipoocess.

The radical changes suggested earlier are now gbime time frames for doing things
such as filing evidence are now longer, rather starter, at least on paper. But the
difference is that these deadlines will not be motégl. For example, an opponent used to
have just one month to file its evidence afterapplicant’s counterstatement, but
multiple extensions were routinely granted. Now itflea is to impose a longer time
frame (four months, rather than one) but insist paaties actually meet the deadline
unless the other side consents.



“In conjunction with the changes in the redraftedulations, the Opposition Board

would cease its current practice of virtually auddiminitial extensions of time for each
stage of an opposition, and instead adopt a gtracitice of only granting extensions were
exceptional circumstances are established or tier party consents,” reads the covering
letter from Alan Troicuk.

Also, Troicuk says the government will try to redube delay between requesting a
hearing, and the hearing date to about four mornitisas been common in the past to
wait over a year before getting to a hearing betloeeBoard, due to a huge backlog of
cases.

According to Troicuk, the new Regulations will pediby be pre-published in tiganada
Gazette, Part 1 next summer.

“We trying to consult as much as possible with statders,” comments Troicuk, who
thinks that new Regulations may come into forcatmund the end of the year.

Some members of the profession still have resemsti “Four months is a pretty limited
amount of time, given how complex the evidencead&-mark oppositions has become
in recent years,” comments Rowden. “It seems yistill be able to get extensions but
only when there are exceptional circumstancesweuion’'t have any idea right now
what that means.”

In terms of transition rules, the proposal is thatnew regulations would apply only to
opposition proceedings arising out of trade-maniiaptions advertised after the day the
new regulations come into force.

This means there will be two sets of rules for ggarcome. Which one you would use
on any particular file will depend on the date d¥@rtisement of the application in the
Trade-marks Journal.

Sound complicated? Maybe, but that's what keedP Uswyers in snazzy shoes.



